Amendment under 37 C.F.R. §1.111 
U.S. Application No. 10/026,768 



REMARKS 

Claims 1-8 and 10 have been examined. Claims 3-8 have been rejected under 35 
U.S.C. § 112, second paragraph, claims 1-8 and 10 have been rejected under 35 U.S.C. § 102(e), 
and claims 1-8 and 10 have been rejected under the judicially created doctrine of double 
patenting. 

I. Preliminary Matters 

The Examiner has not acknowledged the drawing filed on December 27, 2001. 
Accordingly, Applicant respectfully requests the Examiner to indicate, in the next Office Action, 
whether the drawing is acceptable. 

Also, the Office Action Summary indicates that "none" of the priority documents have 
been received. The current Application, however, is a continuation of U.S. Application No. 
09/340,675, in which a certified copy of the priority document was filed. Therefore, Applicant 
respectfully requests the Examiner to mark box 12(a)(2) on the next Office Action Summary (i.e. 
to indicate that the certified copy of the priority document was received in the parent 
Application). 

In addition, the Examiner has returned the PTO 1449 form for the December 27, 2001 
Information Disclosure Statement. However, the Examiner did not initial the foreign patent 
document, WO 9707641. Accordingly, Applicant is submitting herewith the partially initialed 
PTO 1449 form and respectfully requests the Examiner to initial the remaining document. The 
document that was not initialed has been circled. 
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Also, Applicant has made additional amendments to claims 3-8 for clarification purposes. 
Such amendments are not made in view of the prior art and do not narrow the scope of the 
claims. 

II. Rejection under 35 U.S.C. § 112, second paragraph 

Claims 3-8 have been rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. In particular, the Examiner maintains that "said access 
subnetwork," of claims 3 and 7, lack antecedent basis. Accordingly, Applicant has amended 
claims 3 and 7 in a manner believed to overcome the rejection. 

III. Rejection under 35 U.S.C. § 102(e) over U.S. Patent No. 6,393,482 to Rai et al. 
("Rai"). 

Claims 1-8 and 10 have been rejected under 35 U.S.C. § 102(e) as being anticipated by 

Rai. 

A. Claim 1 

Applicant submits that claim 1 is patentable over the cited reference. For example, claim 
1 recites a method of "providing, by a notifying service provider to said user, a notification 
which includes a capability to accept a service of an offered service provider different from a 
service of said notifying service provider." 
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The Examiner cites to col. 7, lines 7-15; col. 8, line 53 - col. 9, line 50; col. 15, lines 31- 
61; and col. 16, lines 29-43, of Rai, as disclosing the features of claim 1. As set forth above, 
however, claim 1 recites that the notification accepts a service of an offered service provided 
which is different from a service of the notifying service provider. Based on the portions of Rai 
cited by the Examiner, the wireless services are the same whether using the user's home network 
(i.e. alleged notifying service provider) or the foreign network (i.e. alleged offered service 
provider). For example, when citing to the Rai reference, the Examiner maintains that, "the 
foreign network establishes communications with the subscriber's home network (wireless home 
service provider) in order to provide the subscriber with those services of the home service 
provider registered while its serving network is the foreign network" (pg. 3 of Office Action). In 
other words, even if a foreign network is used, the user is still provided with the services of the 
home service provider. 

On the other hand, as disclosed on pg. 4 of the present Application, the non-limiting 
embodiments of the present invention do not have the drawback of the prior art, such that only 
the service of a home service provider is offered. A non-limiting embodiment of the present 
invention is also disclosed on pg. 6, where an offered service is hotel information. According to 
the prior art, only the hotel information of the home service provider is provided to the user, even 
if the user is in an area allocated to a different service provider. In the current invention, 
however, when a user is in a visited location, the user is able to obtain hotel information of the 
local hotels in the visited area (i.e. a service of an offered service provider different from a 
service of said notifying provider). 
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In view of the above, Applicant submits that Rai fails to teach or suggest every feature 
recited in claim 1. Accordingly, Applicant submits that claim 1 is patentable over the cited 
reference, and respectfully requests the Examiner to reconsider and withdraw the rejection. 

B. Claim 2 

Since claim 2 contain features that are analogous to the features recited above for claim 1, 
Applicant submits that claim 2 is patentable for at least analogous reasons as claim 1. 

C. Claims 3-8 

Since claims 3-8 are dependent upon claim 2, Applicant submits that such claims are 
patentable at least by virtue of their dependency. 

D. Claim 10 

Since claim 10 contain features that are analogous to the features recited above for claim 
1, Applicant submits that claim 10 is patentable for at least analogous reasons as claim 1. 

IV. Rejection under the Judicially created Doctrine of Double Patenting 

Claims 1-8 and 10 have been rejected under the judicially created doctrine of double 
patenting over claims 1-9 of U.S. Patent No. 6,337,981 (i.e. parent Application to the current 
Application). 
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Applicants file herewith a Terminal Disclaimer, thereby overcoming the rejection of 
claims 1-8 and 10. 

V. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 




SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



Allison M. Tulino 
Registration No. 48,294 



WASHINGTON OFFICE 



23373 



CUSTOMER NUMBER 



Date: November 3, 2004 
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